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113 (Meryl Hershkow tz, Managi ng Attorney).

Before Sims, Wendel and Bottorff, Adm nistrative TrademarKk

Judges.
Opi ni on by Wendel, Adm nistrative Trademark Judge:

BJIP, Inc. has filed an application to register the
mar k HAVANA for “furniture, nanely, dining and occasi ona
i ndoor and outdoor furniture.”?

Regi stration has been finally refused on the ground

that the mark is primarily geographically deceptively

m sdescri ptive under Section 2(e)(3). Applicant and the

! Serial No. 75/529,080, filed July 30, 1998, claiming a first
use date and first use in commerce date of August 11, 1997.
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Exam ning Attorney have filed briefs, but an oral hearing
was not requested.

In order to establish a prima facie case that a mark
is primarily geographically deceptively m sdescriptive
under Section 2(e)(3) the Exam ning Attorney nust show that
the mark (1) has as its primary significance a generally
known geographic place, and (2) identifies products that
purchasers are likely to believe m stakenly are connected
with that location, i.e., would nake a goods/pl ace
association. See In re Wada, 194 F.3d 1297, 52 USPQd
1539, 1540 (Fed. G r. 1999); Institut National des
Appel lations D Origine v. Vinters International Co., 958
F.2d 1574, 22 USPQ2d 1190 (Fed. Cir. 1992). Needless to
say, a prelimnary requirenent is that the goods with which
the mark is being used do not originate fromthe nanmed
pl ace.

Here the Exam ning Attorney maintains that the mark
HAVANA is primarily geographically deceptively
m sdescri pti ve when used with applicant’s furniture, which
does not originate from Havana, Cuba. |In support of her
argunment that the primary significance of the term Havana
is as a generally known geographic | ocation, the Exam ni ng

Attorney has nmade of record a dictionary definition of
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Havana as the capital and largest city of Cuba.? That
applicant’s goods do not originate in Havana is said to be
evident not only from applicant’s corporate |ocation but
also its statenments concerning the U S. trade sanctions
agai nst Cuba whi ch woul d prohibit any such inportation. To
show that there is a “reasonabl e basis for concl uding that
there is a public association between applicant’s furniture
goods and the city of Havana,” the Exam ning Attorney
relies upon various excerpts fromarticles obtained from
the Nexis database relating to the manufacture and sal e of
furniture in Havana. On the basis of this evidence, the
Exam ning Attorney argues that a prima facie case has been
made that applicant’s mark is primarily geographically
deceptively m sdescriptive.

Applicant states that it does not dispute that the
Exam ning Attorney has established that Havana is the nane
of a geographic |location, that applicant’s goods do not
cone fromthis location and that furniture is manufactured
in Havana. (Reply brief, p.2). Applicant argues, however,
that this is insufficient evidence to establish a prinma
facie case that purchasers would be likely to believe that

applicant’s goods originate from Havana. Applicant

2 The American Heritage Dictionary of the English Language, 3"
ed. 1992.
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contends that the requisite goods/place associati on between
furniture and Havana in the m nd of the public has not been
est abl i shed.

In support of its contention, applicant points to the
Board' s decision in In re Minicipal Capital Markets Corp.,
51 USPQ2d 1369 (TTAB 1999) as being definitive of the type
of evidence which the Exam ning Attorney nust present to
satisfy the goods/place association requirenent. In that
case the applicant was seeking to register the mark
COOPERSTOWN for restaurant services. The Exam ning
Attorney had conpiled a | arge nunber of extracts from
newspapers and magazi nes showi ng that there were
restaurants in Cooperstown. The Board held that in order
to prove a goods/place associ ation, “the Exam ning Attorney
nmust present evidence that does sonething nore than merely
establish that services as ubiquitous as restaurant
services are offered in the pertinent geographic |ocation.”
ld. At 1371. The Board held that the “mere fact that
restaurant services were offered in Cooperstown ... is
sinply not sufficient by itself to establish the requisite
goods/ pl ace associ ation.” Evi dence such as that show ng
that the location had a sonewhat greater than normal nunber
of restaurants offering a particular cuisine was suggested

as a possible satisfaction of the requirenent.
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Appl i cant argues that here al so the Exam ning Attorney
is required to show sonething nore than the nere fact that
goods as ubiquitous as furniture are offered or
manuf actured i n Havana. Applicant argues that furniture is
used in every househol d; everyone nust furnish their hones
or offices; and thus every comrunity nmust have a place for
purchasing furniture. Based on this reasoning, applicant
insists that furniture nust al so be considered as a
ubi qui tous product and that, as a result, insufficient
evi dence has been nmade of record to establish a goods/pl ace
associ ation.

We do not find the “sonething nore” requirenment of the
Muni ci pal Capital case applicable here. Although furniture
is found in every hone or office, it does not followthat
furniture is offered or manufactured in every town. Wile
it is hard to imagi ne even a small town without a
restaurant of sone type, furniture stores are not so
commonly found. Although furniture may be used in every
home or office, this can not be equated with the furniture
bei ng purchased in the sane locality. Cearly, the public
woul d not be likely to view each and every city or town as
a place in which furniture is produced. No parallel can be
drawn between the sale and production of furniture and the

of fering and provision of restaurant services. Thus, we
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will not hold the Examining Attorney to the stricter
standard of “sonething nore” in establishing a goods/place
associ ation when furniture products constitute the goods in
issue. W find the evidence of record adequate to establish
prima facie that applicant’s mark is primarily
geographi cal | y deceptively nisdecriptive.?3

Applicant further argues that even if a prima facie
case has been established, applicant has rebutted this
prima facie case by showing that the term “Havana” is not
being used to indicate a | ocation, but rather to evoke a
“life-style” or suggest a “desirable aura” of applicant’s
furniture. As support for its position, applicant points
to excerpted Nexis articles which the Exam ning Attorney
has made of record, although for a different purpose. 1In
her response to applicant’s request for reconsideration the
Exam ning Attorney introduced these articles to buttress
her argunents that Havana is associated not only with

furniture but a style of furniture and that, as a

® Applicant’s argunent that there is a further requirement that
custoners will not be deceived by applicant’s mark because they
will not rely upon the geographic significance of the mark in
deciding to buy the product is not well taken. The refusal here
is under Section 2(e)(3), not 2(a). The additional requirenment
t hat the geographic m srepresentati on nust be material to the
deci sion of the purchaser to buy the goods bearing the mark cones
into play only in a refusal that the mark is geographically
deceptive under Section 2(a). See Institut National v. Vintners
International, supra; In re Juleigh Jeans Sportswear Inc., 24
USPQ2d 1694 ( TTAB 1992).
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consequence, purchasers would be likely to believe that
applicant’s furniture was in fact fromHavana. 1In a
| eading article we note excerpts such as the foll ow ng:

. “Cuba is also well known for its colorfu
style and rich cultural heritage. So it’s no surprise
that the country has been a source of inspiration
for designers and furniture manufacturers.

“In fact, | think consuners will begin to see nore
Cuba-inspired products, especially in hone
furni shings.”

This trend we' Il call “dd Havana Style” is taking
over the country in everything fromfurniture to
fabric to artwork.

Much of the furniture resenbl es European col onial or
pl antation-style with caning, carving and dark wood
accented with decorative wought iron.

This design trend, experts agree, nost |ikely
started to energe at the COctober 1998 Internationa
Honme Furni shings Market with the introduction of
Pennsyl vani a House’s “A d Havana” and the “Havana”
segnent of Thomasville's “Ernest Hem ngway” coll ection
of furniture.

Qui ntana, who is an assistant professor at Florida
I nternation University' s School of Architecture in
Mam , said the furniture created in Cuba was very
beautiful, very useful and worth copyi ng.

San Di ego Union-Tri bune (Novenber 12, 2000)
Simlar articles by the same author as published in three
ot her newspapers were also made of record. 1In one of these
we note the foll ow ng additional discussion:

National |y, “Havana” has becone the new design

buzzword. Pennsyl vani a House and Thomasvill e stanped

t he nmoni ker on recent furniture |lines. Scal anandre
and Mul berry Hone have introduced fabrics. Even
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Pottery Barn featured a woven Havana trunk in its
Early Fall 2000 cat al og.

The Oregoni an (COctober 14, 2000).

We agree that this evidence denonstrates that Cuba- or
Havana- styl e furniture has beconme very popular in recent
years in the United States. The nane “Havana” or “dd
Havana” has been adopted by other furniture houses in
connection with certain lines of furniture, although
whether it is being used as a brand nane or a descriptive
termis unknown. Nonetheless, we are not convinced that
t he evidence before us establishes other than that for
whi ch the Exam ning Attorney made it of record, nanely that
there is a distinctive type of furniture which originates
in Havana and to which purchasers would be attracted for
this very reason. Wether or not such a style has been
copied by furniture manufacturers in the United States does
not does contradict the primary significance of the term
as a geographic indication of the source of the style. W
liken the situation here to that in In re Bacardi & Co.
Ltd., 48 USPQ2d 1031, 1034 (TTAB 1998) wherein the
applicant argued that the term HAVANA, when used with rum
and cocktails containing rum evoked “an historical and
stylistic imge” associated with a “pre-Castro free-

wheeling lifestyle.” The Board held that “even if
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appl i cant had established an associ ati on bet ween HAVANA and
a particular lifestyle, such association would not
contradict the primary geographic significance of the term
as the association may be nade precisely because of the
primary significance of HAVANA as a city in Cuba.”

Here we find the same to hold true. The primary
significance of the term HAVANA is as a geographic
| ocation. The fact that a certain style of furniture is
associated with this | ocation does not detract fromthis
primary significance but rather adds to the |ikelihood that
pur chasers woul d associ ate these goods with this |ocation.
Applicant has clearly failed to denonstrate that a donestic
Havana-type of furniture has becone so prevalent in the
United States that purchasers woul d reasonably be expected
to recognize that furniture of this nature was not actually
produced in Havana, but rather was sinply copies or U S.
renditions of a Havana-like style of furniture. See In re
Nar ada Productions Inc., 57 USPQd 1801 (TTAB 2001) (no
evi dence that there is a recognized genre or style of nusic
known as “Cuba L.A ” such that designation would be seen
primarily as identifying such a style of nusic rather than

t he geographic origin of applicant’s goods and services).
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The goods/ pl ace associ ation renai ns strong between Havana

and furniture. Accordingly, applicant has failed to rebut

the prima facie case established by the Exam ning Attorney.
Decision: The refusal to register under Section

2(e)(3) is affirmed.
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